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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments liave been considered but are moot in view of tine new 
ground(s) of rejection. 

Claim Rejections - 35 USC § 101 

Claims 28 and 40 are rejected under 35 U.S.C. 101 because the claimed invention is directed to 
non-statutory subject matter. The claims recite "a computer readable medium...", and there is nothing in 
the specification specifically excluding transitory mediums from the claims computer readable medium. 
Further, the USPTO Official Gazette from week #8 of 2010 (Feb 23, 2010), Volume 1351 page 212 
specifically explains that the addition of the term "non-transitory" before the computer readable medium 
will alleviate any issues with 35 USC 101 rejections, since the claims would no longer cover non statutory 
subject matter. Appropriate correction is required. 



Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the Invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3. Claims 1-5, 8-14 and 16-19 are rejected under 35 U.S.C. 102(e) as being 



anticipated by Le et al. (U.S Pub. No. 2004/0072585). 
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In regard to Claim 1 and corresponding Claim 12, Le teaches a terminal of a first 
party participating in a telephone call to a second party in the telephone call, {cellular 
communication call, voice call, Para 1, 23, 27) 

using the stored identifier to determine automatically a destination address for a 
data message; {the terminal identifies the person attempting to call from the caller 
identification data accompanying a call received and automatically sends the sms 
message to that number. Para 27) 

controlling a transmitter to send during the telephone call a data message with an 
automatically determined address wherein said transmitter is controller to send said 
data message out of band relative to the telephone call.; {the user may wish to send an 
SMS during a voice call, the user enters a command on his keypad to choose and send 
a message to the other user, to send an SMS message when a call is already set up. 
Para 23, 27) 

In regard to Claims 2 and 13, Le teaches wherein the call is initiated at the 
terminal of the first party and storing the identifier data comprises storing the destination 
of the telephone call, {an address field, from a first radio tenminal to a recipient radio 
terminal, the address field of the SMS message being filled automatically from stored 
identification data. Para 27-30) 

In regard to Claim 3,5, 14 Le teaches wherein the telephone call is a circuit 
switched telephone call and the identifier data is the telephone number of the second 
party, (the recipient telephone numbers. Para 27-30) 



Application/Control Number: 10/725,274 Page 4 

Art Unit: 2617 

In regard to Claim 4, Le teaclnes wherein the telephone call is terminated at the 
terminal of the first party and storing identifier data comprises storing the origin of the 
telephone call, (the identification number identifies tlie otiier caller from caller 
identification data accompanying the call, Para 27) 

In regard to Claims 8 and 16, Le teaches wherein a database of contact 
information stored in the terminal issued to associate the identifier data with at least one 
contact address of the second party, {the identification of the last few callers are stored 
in a list in the terminal, Para 29-30) 

In regard to Claims 9, 17, 26, 32 Le teaches where the destination address is any 
one of: an email address, a telephone number, a Bluetooth device address, {phone 
numbers. Para 27-28) 

In regard to Claims 10-11 and 18-19, Le teaches controlling a display to provide 
temporarily during the telephone call, a user selectable option to transfer data to the 
other party participating in the telephone call without user specification of a destination 
address. {Te user is prompted to choose said recipient terminal from a list of numbers 
stored automatically in the tenminal using control means. Para 29) 

In regard to Claim 20, Le teaches a method comprising controlling a display to 
provide, while the telephone call is on-going, {during a phone call, Para 23) 

a user selectable option to transfer data to another party participating in the 
telephone call without user specification of a destination address, {sending a message 
comprising an address field from a first radio terminal to a recipient radio terminal the 
address field of said SMS message being filled in with the number of the recipient 
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terminal, the terminal identifies the person from the caller identification data 
accompanying the call received and automatically sends the SMS message to tat 
number. Para 23, 27-30) 

In regard to Claims 21-22, 31 and 35, Le teaches wherein selecting the provided 
option enables user selection of one of a plurality of delivery mechanisms, {the 
message is sent via an SMS message server. Para 27) 

In regard to Claim 23, wherein controlling the display to provide comprises 
controlling the display to provide more than one user selectable option to transfer data 
to another party participating in the telephone call without user specification of a 
destination address, wherein each option enables a different delivery mechanism. t(he 
user selects from a list, whether to send to a single entity or multiple entities that are 
selected from a user prompted list to send to without the need of specifying the 
destination address, Para 28-30) 

In regard to Claim 24, Le teaches further comprising automatically storing as a 
consequence of the telephone call, data that identifies the second party, wherein 
selecting a provided option enabled using the stored data to determine automatically a 
destination address for a data message, {the terminal identifies the person attempting to 
call from the call identification data accompanying the call and automatically sends the 
message to that number. Para 27) 

In regard to Claim 25, Le teaches comprising controlling a transmitter to send the 
data message with the determined destination address, {the terminal identifies the 
person calling and automatically sends the SMS message to that number. Para 27) 
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In regard to Claims 27 and 41 , Le teaches wherein controlling a display to 
provide, while the telephone call is on-going, a user selectable option to transfer data to 
another party participating in the telephone call without user specification of a 
destination address temporarily augments automatically a user selectable data transfer 
option for transferring data to a user determined destination address, sending a 
message comprising an address field from a first radio terminal to a recipient radio 
terminal the address field of said SMS message being filled in with the number of the 
recipient tenminal, the tenminal identifies the person from the caller identification data 
accompanying the call received and automatically sends the SMS message to tat 
number. Para 23, 27-30) 

In regard to Claim 28, Le teaches a memory and at least one processor the at 
least one memory and the computer program code configured to with the at least one 
processor, cause the apparatus to perform at least the following:, {numbers stored in 
the terminal memory, Abs) 

to control a display to provide, temporarily while a telephone call is on-going, a user 
selectable option to transfer data to another party participating in the telephone call 

without user specification of a destination address, {sending a message comprising an 
address field from a first radio terminal to a recipient radio terminal the address field of 
said SMS message being filled in with the number of the recipient terminal, the terminal 
identifies the person from the caller identification data accompanying the call received 
and automatically sends the SMS message to tat number. Para 23, 27-30) 
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In regard to Claim 33 and corresponding Claim 34, Le teaches in a terminal of a 
first party, storing as a consequence of a communication between the first parry and a 
second party, identifier data that identifies the second party, {the terminal identifies tlie 
person attempting to call from the caller identification data accompanying a call received 
and automatically sends the sms message to that number, Para 27) 

using the stored identifier data to determine automatically a destination address 
for a data message and controlling a transmitter to send a data message with the 
automatically determined destination address, {the terminal identifies the person in the 
call from identification data and automatically sends the SMS message to that number, 
Para 27) 

In regard to Claim 39 and corresponding claim 40, Le teaches in a terminal of a 
first party participating in a telephone call, storing as a consequence of the telephone 

call, identifier data that identifies a second part participating in the telephone call, {the 
terminal identifies the person attempting to call from the caller identification data 
accompanying a call received and automatically sends the sms message to that 
number, Para 27) 

using the stored identifier data to determine automatically a destination address 
for a data message and controlling a transmitter to send a data message with the 
automatically determined destination address, {the terminal identifies the person in the 
call from identification data and automatically sends the SMS message to that number, 
Para 27) 
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wherein said transmitter is controlled to send said data message via a new 
channel that runs in parallel with the voice channel used for the telephone call, {the 
message is an SMS message which is sent over a data channel using the messaging 
service, Para 26-28) 

4. Claims 36-38 are rejected under 35 U.S.C. 103(a) as being unpatentable over Le 
et al. (U.S Pub. No. 2004/0072585) in view of Paik et al. (U.S. Pub. No. 2008/0153471). 

In regard to Claims 36-38, the combination does not directly disclose wherein 
using the stored identifier to determine automatically the destination address comprises 
interrogating a database using the stored identifier data to obtain the destination 
address. 

Paik teaches a caller identifier detecting unit which detects an identifier of an 
originating mobile terminal, a control unit which controls storage of the caller identifier 
information, and a caller identification generating unit. The identifier managing unit 45 
manages the identifier of the respective mobile terminal in the form of a database under 
the control of the control unit. (Para 45-47) 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the combination to include the teaching of Paik. One of ordinary skill 
in the art could have combined the known prior art elements using known techniques to 
yield predictable results to one of ordinary skill in the art of a database logging the caller 
identifiers for a communication. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from tine 
examiner should be directed to ERIC ELCENKO whose telephone number is (571)272- 
8066. The examiner can normally be reached on M-F 7:30 AM through 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Edouard can be reached on (571 ) 272-7603. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Eric Elcenko/ 

/Patrick N. Edouard/ 

Supervisory Patent Examiner, Art Unit 2617 



